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UNITED STATES PATENT AND TRADEMARK OFFICE

TRADEMARK TRIAL AND APPEAL BOARD
____________________________

NARTRON CORPORATION

Petitioner,

v. Cancellation No. 92050789

HEWLETT-PACKARD 

  DEVELOPMENT COMPANY, L.P.,

Respondent.

__________________________________/

PETITIONER’S COMBINED BRIEF 

IN OPPOSITION TO RESPONDENT’S MOTION TO SUSPEND 

AND IN SUPPORT OF PETITIONER’S MOTION TO COMPEL
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I.  INTRODUCTION

Petitioner, Nartron Corporation (“Nartron” or “Petitioner”) hereby responds to

Hewlett-Packard Development Company, L.P.’s (“HP” or “Respondent”) Motion to Suspend

Proceedings.  Nartron does not consent to HP’s motion and respectfully requests that the Board deny

HP’s motion with respect to outstanding discovery responses.  Nartron further requests that the

Board compel HP’s response to discovery requests served August 27, 2009.  

HP has moved for summary judgment on the ground that HP’s TOUCHSMART is

not likely to cause confusion with Nartron’s SMART TOUCH trademark.  HP filed its Motion for

Summary Judgment concurrently with the subject Motion to Suspend on September 30, 2009, just

one (1) day before HP’s deadline for responding to Nartron’s August 27, 2009 discovery requests.

In lieu of responding to HP’s discovery requests, HP moved for the summary judgment on the eve

of its deadline for responding to discovery requests, as HP’s responses would undoubtedly raise

genuine issues of material fact on (1) the du Pont factors raised on HP’s motion, and (2) the more

significant du Pont factors disregarded by HP.  HP’s maneuver demonstrates that there are genuine

issues of material fact precluding summary judgment.

Pursuant to Trademark Rule 2.120(e), Nartron’s counsel, Hope Shovein, made the

required good faith effort to resolve the matters raised in the present motion to compel.  HP’s

counsel, Jeffrey Faucette, sent an e-mail to Ms. Shovein on September 30, 2009, indicating that HP

did not intent to respond to discovery.  Ms. Shovein promptly notified HP’s counsel that proceedings

are not automatically suspended upon filing of a motion for  summary judgment, and HP remained

obligated to respond to discovery requests.  HP disagreed.
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As the following will show, Nartron’s Motion to Compel is germane to the Motion

for Summary Judgment pending before the Board.

II.  DISCUSSION

A. Proceedings Are Not Automatically Suspended

The filing of a motion for summary judgment does not automatically suspend

proceedings.  “When a party files a timely motion for summary judgment, the Board will suspend

proceedings in the case with respect to all matters not germane to the motion.... The filing of a summary

judgment motion does not, in and of itself, automatically suspend proceedings in a case; rather,

proceedings are suspended when the Board issues an order to that effect.”   TBMP 528.03; CFR §

2.127(d).  

The Board has not issued an order suspending proceedings.  

Furthermore, the parties remain obligated to respond to outstanding discovery

requests while such motion is pending.  “[O]n a case-by-case basis, the Board may find that the filing

of a motion for summary judgment provides a party with good cause for not complying with an

otherwise outstanding obligation, for example, responding to discovery requests.”  TBMP 528.03

(emphasis added).  

This Board has required parties to abide by their discovery obligations while a motion

for summary judgment is pending:

[T]he mere filing of a motion for summary judgment (or any other

motion which is potentially dispositive of a case) does not

automatically suspend a proceeding.  Instead, only an order by the

Board formally suspending proceedings has such effect.  Thus, since

the Board did not issue an order suspending this case pending

disposition of applicant's motion for summary judgment until April

17, 1985, applicant was obligated to respond to opposer's discovery
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requests by March 11, 1986 and consequently should also have filed

a motion, supported by a showing of good cause, to extend such time

with its first motion for summary judgment. ...[T]he pendency of

applicant's first motion for summary judgment does not constitute

good cause for not timely responding to opposer's outstanding

discovery requests. ...[I]it is clear that rather than acting in accordance

with a sincere belief that the filing of the first motion for summary

judgment should operate to stay responses to opposer's discovery

requests, applicant's counsel was not acting in good faith to resolve

the dispute since discovery in proceedings before the Board is not

governed by any concept of priority.

Giant Food, Inc. v. Standard Terry Mills, Inc.  229 USPQ 955, 966 (TTAB1986)(emphasis added).

Significantly, HP’s Motion to Suspend is not supported by the requisite showing of

good cause.  Indeed, the timing of HP’s Motion to Suspend indicates that HP was not acting in good

faith to resolve the dispute.

B. The Board Should Compel Responses

If “a party fails to answer an interrogatory submitted under Rule 33” or “fails to

respond that inspection will be permitted – or fails to permit inspection – as requested under Rule

34,” the discovering party “may move for an order compelling an answer, designation, production,

or inspection.” Fed. R. Civ. P. 37(3)(2)(B).  For the convenience of the Board, Nartron’s First

Interrogatories and Rule 34 Requests, served August 27, 2009, are attached hereto as Exhibit 1.

In determining whether there is any genuine issue of material fact regarding likelihood

of confusion, the Board must consider the factors set forth in In re E.I. duPont de Nemours & Co.,

476 F.2d 1357, 1361, 177 USPQ 563, 567 (CCPA 1973).  Nartron sought to conduct discovery on

all duPont factors, including HP’s intent in selecting TOUCHSMART.  In particular, Nartron served

Rule 34 requests seeking production of search reports to learn if HP knew of Nartron’s rights prior
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to adopting TOUCHSMART.  If Nartron’s registration or use of SMART TOUCH appeared on a

search report commissioned by HP (which is discoverable), it would be probative of HP’s intent in

selecting and adopting TOUCHSMART.  “As a general rule, the factual question of intent is

particularly unsuited to disposition on summary judgment." Copelands' Enterprises Inc. v. CNV Inc.,

945 F.2d 1563, 20 USPQ2d 1295 (Fed. Cir. 1991); see also Commodore Electronics Ltd. v. CBM

Kabushiki Kaisha, 26 USPQ2d 1503 (TTAB 1993). 

Furthermore, HP fails to address key evidence of record in this proceeding.

Specifically, HP’s motion ignores Paragraph 9 and Exhibit 2 to the Petition to Cancel, which indicate

that HP’s use of TOUCHSMART in connection with a computer monitor and display screens is

identical to Petitioner’s use of SMART TOUCH for electronic sensors.  Exhibit 2, reproduced

below, consists of Narton’s specimen of use submitted in conjunction with its application in 1991,

and a printout from HP’s website:
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HP’s motion notably fails to refute or explain Exhibit 2.  Pursuant to Fed. R. Civ. P.

56(c), the Board must consider “the pleadings, depositions, answers to interrogatories, and

admissions on file, together with the affidavits” in deciding a motion for summary judgment.  It is

clear that HP’s responses to discovery requests relating to HP’s intent in selecting TOUCHSMART

are germane to the pending motion for summary judgment.  As such, HP’s obligation to respond to

such discovery requests should not be deemed suspended.

III.  CONCLUSION

For the foregoing reasons, Nartron asks that the Board deny HP’s Motion to Suspend

with respect to HP’s duty to respond to outstanding discovery requests, and further requests that the

Board compel HP to respond to Nartron’s First Set of  Interrogatories and Rule 34 Requests, with

objections waived.

Respectfully submitted,

BROOKS KUSHMAN P.C.

By: _______________________________

ROBERT C.J. TUTTLE

HOPE V. SHOVEIN

1000 Town Center, 

Twenty-Second Floor

Southfield, Michigan  48075

(248) 358-4400

Attorneys for Petitioner

Dated: October 20, 2009
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